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Office Action Summary 



Applicati n No. 

09/380,773 




Examin r 

Yong D Pak 



Applicant(s) 

HEIN ETAL 



Art Unit 

1652 



" The MAILING DA TE of this communication appears n the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Bctensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

" II TiX ^^^^ ^^^'^ specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- \t NO penod for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS frtim the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1.704(b) 7.7 / 

Status 

1 )t23 Responsive to communication(s) filed on 30 June 2003 . 
2a)|g| This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O G 213 
Disposition of Claims 

4) K Claim(s) 38-61 and 64 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 38-61 and 64 is/are rejected. 

Claim (s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

I Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C, §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)|g|AII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.13 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 



1) 
2) 
3) 



Notice of References Cited (PTO-892) 

Notice of Draflsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) 
5) 
6) 



Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 
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DETAILED ACTION 

The amendment filed on June 30, 2003, amending claims 38 and 52-56, has 
been entered. 

Claims 38-61 and 64 are pending. 

Response to Amendment 

The declaration filed on June 4, 2003 under 37 CFR 1 .131 has been considered 
but is ineffective to overcome the Dennis et al. (U.S. Patent No. 6,1 17,658) reference. 

The Dennis et al. reference is a U.S. patent or U.S. patent application publication 
of a pending or patented application that claims the rejected invention. An affidavit or 
declaration is inappropriate under 37 CFR 1 .131(a) when the reference is claiming the 
same patentable invention, see MPEP § 2306. If the reference and this application are 
not commonly owned, the reference can only be overcome by establishing priority of 
invention through interference proceedings. See MPEP Chapter 2300 for information 
on initiating interference proceedings. If the reference and this application are 
commonly owned, the patent may be disqualified as prior art by an affidavit or 
declaration under 37 CFR 1.130. See MPEP §718. 
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Response to Arguments 

Applicant's arguments filed on June 30, 2003 have been fully considered but they 
are not persuasive. 

Claim Rejections - 35 USC § 102 

Claims 38-42, 44-61 and 64 remain rejected under 35 U.S.C. 102(e) as being 
anticipated by Dennis et al. 

Applicants have submitted a declaration arguing that the claimed methods were 
conceived and reduced to practice at least 3 weeks prior to the filing of the U.S. 
Provisional Application of Dennis et al. However, as discussed above, a declaration is 
inappropriate under 37 CFR 1.131(a) when the reference is claiming the same 
patentable invention. Dennis et al. claims a method of preparing polyester by 
expressing a PHA synthase and a fatty acid:acyl-coenzyme A transferase (see claims of 
Dennis et al.). 4-hydroxybutyric acid acyl-coenzyme A transferase gene is one of the 
genes of the succinyl-CoA metabolic pathway (Column 9, lines 20-39). Regarding the 
issue of expressing the enzymes via a single promoter. Dennis et al. claim a method 
wherein the enzymes are encoded by a single vector constnjct as a single construct 
(claim 8 and Column 14, lines 43-67). 

Therefore, the teachings of Dennis et al. anticipate claims 38-42, 44-61 and 64. 



Claim Rejections - 35 USC § 103 
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Claims 38-39 and 41-43 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dennis et al. in view of Greener et al. 

As discussed above, Dennis et al. claims a method of preparing polyester by 
expressing a PHA synthase and a fatty acid:acyl-coenzyme A transferase (see claims of 
Dennis et al.). Applicants argue that there is no motiviation to practice the invention of 
Dennis et al. with the cell of Greener et al. The examiner disagrees. XL1-Blue cells 
have high transformation efficiency, resulting in an increased production of enzymes. 
As indicated by Greener et al. XL1-Blue cells are routinely used in the art in expressing 
recombinant proteins. 



Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong Pak whose telephone number is 703-308-9363. 
The examiner can normally be reached 6:30 A.M. to 5:00 P.M. Monday through 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapu Achutamurthy can be reached on 703-308-3804. The fax 
phone numbers for the organization where this application or proceeding is assigned 
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are 703-872-9306 for regular communications and 703-872-9307 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



Yong D. Pak 
Patent Examiner 



0196. 




September 22, 2003 
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